United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/590,690 



05/21/2007 



Rosanne D. Dunn 



4743 7590 09/25/2008 

MARSHALL, GERSTEIN & BORUN LLP 
233 S. WACKER DRIVE, SUITE 6300 
SEARS TOWER 
CHICAGO, IL 60606 



SCHWADRON, RONALD B 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/590,690 


Applicant(s) 
DUNN ETAL. 


Examiner 

Ron Schwadron, Ph.D. 


Art Unit 

1644 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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1. The oath or declaration is defective. A new oath or declaration in compliance 
with 37 CFR 1.67(a) identifying this application by application number and filing date is 
required. See MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because: 

Non-initialed and/or non-dated alterations have been made to the oath or 
declaration (Inventor Asvadi's signature). See 37 CFR 1 .52(c). 

2. The abstract of the disclosure does not commence on a separate sheet in 
accordance with 37 CFR 1 .52(b)(4). A new abstract of the disclosure is required and 
must be presented on a separate sheet, apart from any other text. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 28,29,31 -38, 43,44,47,48 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Uhr et al. (US Patent 4,792,447). 

Uhr et al. teach antibody against lambda light chain wherein said antibody binds 
lambda light chain on tumor cells and wherein said antibody is conjugated to a toxin(see 
column 4, first paragraph and column 3, first paragraph and last paragraph). The 
antibody would bind the forms of lambda light chain found on the surface of tumors. The 
antibody is labeled with a detectable moiety (aka a toxin). The conjugate is prepared in 
a diluent (for example see column 8, first complete paragraph). The conjugate is used to 
treat B cell tumors including B cell leukemia/lymphoma (see column 3, first paragraph 
and column 1, third paragraph). Uhr et al. disclose the method of claim 38 wherein the 
autologous bone marrow contains hematopoietic progenitor cells (see column 14, first 
paragraph). The method of Uhr et al. uses a chemotherapeutic agent (see column 15, 
second paragraph), wherein chemotherapeutic agents have the functional effect recited 
in claim 36 (see claim 37). 
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5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

6. Claims 30, 28,29,31-38, 43,44,47,48 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Uhr et al. (US Patent 4,792,447) in view of Bergsagel et al. 

Uhr et al. teach antibody against lambda light chain wherein said antibody binds 
lambda light chain on tumor cells and wherein said antibody is conjugated to a toxin(see 
column 4, first paragraph and column 3, first paragraph and last paragraph). The 
antibody is labeled with a detectable moiety (aka a toxin). The conjugate is prepared in 
a diluent (for example see column 8, first complete paragraph). The conjugate is used to 
treat B cell tumors including B cell leukemia/lymphoma (see column 3, first paragraph 
and column 1, third paragraph). Uhr et al. disclose the method of claim 38 wherein the 
autologous bone marrow contains hematopoietic progenitor cells (see column 14, first 
paragraph). The method of Uhr et al. uses a chemotherapeutic agent (see column 15, 
second paragraph), wherein chemotherapeutic agents have the functional effect recited 
in claim 36 (see claim 37). Uhr et al. do not teach that said method can be used to treat 
multiple myeloma. Bergsagel et al. teach that multiple myeloma cells can express 
lambda light chain on the cell surface (see abstract). It would have been prima facie 
obvious to one of ordinary skill in the art at the time the invention was made to have 
created the claimed invention because Uhr et al. teach antibody conjugate against 
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lambda light chain wherein said antibody binds lambda light chain on tumor cells and 
wherein the conjugate is used to treat B cell tumors whilst Bergsagel et al. teach that 
multiple myeloma cells can express lambda light chain on the cell surface. One of 
ordinary skill in the art at the time the invention was made would have been motivated 
to he aforementioned because Uhr et al. teach antibody conjugate against lambda light 
chain wherein said antibody binds lambda light chain on tumor cells and wherein the 
conjugate is used to treat B cell tumors whilst Bergsagel et al. teach that multiple 
myeloma cells can express lambda light chain on the cell surface. 

7. Claims 28,29,31 -48 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Uhr et al. (US Patent 4,792,447) in view of Ruben et al. (US 2005/0255532). 

Uhr et al. teach antibody against lambda light chain wherein said antibody binds 
lambda light chain on tumor cells and wherein said antibody is conjugated to a toxin(see 
column 4, first paragraph and column 3, first paragraph and last paragraph). The 
antibody is labeled with a detectable moiety (aka a toxin). The conjugate is prepared in 
a diluent (for example see column 8, first complete paragraph). The conjugate is used to 
treat B cell tumors including B cell leukemia/lymphoma (see column 3, first paragraph 
and column 1, third paragraph). Uhr et al. disclose the method of claim 38 wherein the 
autologous bone marrow contains hematopoietic progenitor cells (see column 14, first 
paragraph). The method of Uhr et al. uses a chemotherapeutic agent (see column 15, 
second paragraph), wherein chemotherapeutic agents have the functional effect recited 
in claim 36 (see claim 37). Uhr et al. do not teach the method of claims 39-42 or 
antibodies of claims 45,46. Ruben et al. teach therapeutic use of chimeric antibodies 
(see [0029] and [0218]). Ruben et al. teach in vivo diagnostic use of an antitumor 
antibody labeled with a radioisotope (see [0261] and [0362] ). Ruben et al. teach that 
the antibody can be conjugated to heterologous polypeptides or nucleic acids encoding 
such molecules such as cytokines (see [0261 ],[0294], [0373], [0375], [0440], [0366]). It 
would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have created the claimed invention because Uhr et al. teach 
antibody against lambda light chain wherein said antibody binds lambda light chain on 
tumor cells and conjugates thereof wherein said conjugates are used to treat B cell 
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tumors whilst Ruben et al. teach therapeutic use of chimeric antibodies, in vivo 
diagnostic use of an antitumor antibody labeled with a radioisotope and that the 
antibody can be conjugated to heterologous polypeptides or nucleic acids encoding 
such molecules such as cytokines. A routineer would have treated the autologous cell 
transplant recipient with the antilambda antibody to kill tumor cells present in the 
recipient. One of ordinary skill in the art at the time the invention was made would have 
been motivated to do the aforementioned because Uhr et al. teach antibody conjugate 
against lambda light chain wherein said antibody binds lambda light chain on tumor 
cells and wherein the conjugate is used to treat B cell tumors whilst Ruben et al. teach 
therapeutic use of chimeric antibodies, in vivo diagnostic use of an antitumor antibody 
labeled with a radioisotope and that the antibody can be conjugated to heterologous 
polypeptides or nucleic acids encoding such molecules such as cytokines and a 
routineer would have treated the autologous cell transplant recipient with the antilambda 
antibody to kill tumor cells present in the recipient. 

8. No claim is allowed. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ron Schwadron, Ph.D. whose telephone number is 571 
272-0851 . The examiner can normally be reached on Monday-Thursday 7:30-6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eileen O'Hara can be reached on 571 272-0841. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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